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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 16 November 2005 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-22 is/are pending in the application. 

4a) Of the above claim(s) 1-10 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 11-22 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Election/Restrictions 

1. Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which are not 
so linked as to form a single general inventive concept under PCT Rule 13.1. 

In accordance with 37 CFR 1 .499, applicant is required, in reply to this action, to elect a 
single invention to which the claims must be restricted. 
Group I, claim(s) 1-10, drawn to a cleaning composition. 

Group II, claim(s) 1 1-22, drawn to a process of cleaning surfaces of process equipment. 

The inventions listed as Groups I and II do not relate to a single general inventive concept under 
PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or corresponding special 
technical features for the following reasons: the cleaning composition of Group I has utility other 
than the for the cleaning and descaling of process equipment such as surface treatment of 
silicon wafer in the digital industry. In particular, claims 1 and 11 are taught by US 6228823 
thus they fail to define a contribution over the prior art hence there is a lack of unity between the 
cited claims as no special technique feature is disclosed. 

During a telephone conversation with Thomas Spath on 09/19/08 a provisional election 

was made with traverse to prosecute the invention of Group II, claims 11-22. Affirmation of this 

election must be made by applicant in replying to this Office action. Claims 1-10 are withdrawn 

from further consideration by the examiner, 37 CFR 1.142(b), as being drawn to a non-elected 

invention. 

The examiner has required restriction between product and process claims. Where 
applicant elects claims directed to the product, and the product claims are subsequently found 
allowable, withdrawn process claims that depend from or otherwise require all the limitations of 
the allowable product claim will be considered for rejoinder. AN claims directed to a nonelected 
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process invention must require all the limitations of an allowable product claim for that process 
invention to be rejoined. 

In the event of rejoinder, the requirement for restriction between the product claims and 
the rejoined process claims will be withdrawn, and the rejoined process claims will be fully 
examined for patentability in accordance with 37 CFR 1.104. Thus, to be allowable, the rejoined 
claims must meet all criteria for patentability including the requirements of 35 U.S.C. 101, 102, 
103 and 112. Until all claims to the elected product are found allowable, an otherwise proper 
restriction requirement between product claims and process claims may be maintained. 
Withdrawn process claims that are not commensurate in scope with an allowable product claim 
will not be rejoined. See MPEP § 821.04(b). Additionally, in order to retain the right to rejoinder 
in accordance with the above policy, applicant is advised that the process claims should be 
amended during prosecution to require the limitations of the product claims. Failure to do so 
may result in a loss of the right to rejoinder. Further, note that the prohibition against double 
patenting rejections of 35 U.S.C. 121 does not apply where the restriction requirement is 
withdrawn by the examiner before the patent issues. See MPEP § 804.01. 



Claim Rejections - 35 USC §103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 11-22 are rejected under 35 U.S.C. 103(a) as being unpatentable over Anderson 



et al. (US 4541945) in view of Lucas et al. (US 3135632). 
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Anderson et al. disclose a process of cleaning and inhibiting the deposit of scale on 
metallic surfaces that includes about 5 to about 200 g/L of a mixtures of acids such as HF, HCI, 
citric acid and EDTA, about 0.006 to about 5.8 g/L of thiourea and about 0.008 to about 7.5 g of 
a nonionic surfactant (abstract; col 1, lines 10-40; col 2, lines 17-61; col 3, lines 21-38; col 3 line 
67 to col 4, line 13 and see examples starting on col 5). Furthermore, Anderson et al. disclose 
the process being applied at a temperature range of 10 to 100 °C for up to 24hrs (col 4, lines 
17-34). 

However, Anderson et al. do not explicitly disclose the feature of using acridine orange as an 
ingredient. In an analogous art, Lucas et al. disclose that it is well known to use various acids 
such as HCI and acridine orange in the treatment of metallic surfaces (col 1, lines 23-34; col 2, 
lines 25-43; example/table III and example/table IV on col 4 and 5). The claim would have been 
obvious because a particular known technique was recognized as part of the ordinary 
capabilities of a skilled artisan. In particular, all the claimed elements and ingredients were 
known in the prior art and a skilled artisan could have combined the elements as claimed by the 
known methods with no change in their respective functions, and the combination would have 
yielded predictable results to one of ordinary skill in the art at the time of the invention such as 
to achieve the beneficial properties of corrosion inhibition to the process. 

Anderson et al. in view of Lucas et al., however, fails to specifically disclose a 
composition comprising the ingredients and conditions in the amounts as those recited by the 
Applicant. 

It would have been obvious to one of ordinary skill in the art at the time the invention was 
made to select the portion of the prior art's range which is within the range of applicant's claims 
because it has been held to be obvious to select a value in a known range by optimization for 
the best results. As to optimization results, a patent will not be granted based upon the 
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optimization of result effective variables when the optimization is obtained through routine 
experimentation unless there is a showing of unexpected results which properly rebuts the 
prima facie case of obviousness. See In re Boesch, 617 F.2d 272, 276, 205 USPQ 215, 219 
(CCPA 1980). See also In re Woodruff, 919 F.2d 1575, 1578, 16 USPQ2d 1934, 1936-37 (Fed. 
Cir. 1990), and In re Aller, 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955). In addition, a 
prima facie case of obviousness exists because the claimed ranges "overlap or lie inside ranges 
disclosed by the prior art", see In re Wertheim, 541 F.2d 257, 191 USPQ 90 (CCPA 1976; In re 
Woodruff, 919 F.2d 1575, 16USPQ2d 1934 (Fed. Cir. 1990). See MPEP 2131.03 and MPEP 
2144.051. 

Conclusion 

4. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure: 

a. Morigana et al. (US 6228823) disclose the feature of cleaning wafer with a 
composition that includes various acids, acridine and thiourea. 

b. Kakizawa et al. (US 2003/0083214) disclose the feature of cleaning wafer with a 
composition that includes various acids, acridine and thiourea. 

c. Rusch (US 3460989) disclose a descaling process that includes various acids and 
thiourea. 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to TRI V. NGUYEN whose telephone number is (571)272-6965. The examiner can 
normally be reached on M-F 8:00 AM to 5:30 PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on (571)272-1119. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



IT. V. N./ 

Examiner, Art Unit 1796 
September 25, 2008 



/Lorna M Douyon/ 

Primary Examiner, Art Unit 1796 



